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DETAILED ACTION 

Response to Arguments 

Applicant's arguments with respect to claim 1 have been considered but are moot 
in view of the new ground(s) of rejection. 

Claim Rejections - 35 USC § 101 
1. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

Claims 1-22, 40-50 are rejected under 35 U.S.C. 101 because in the state of the 
art, transitory signals are commonplace as a medium for transmitting computer 
instruction and thus, in the absence of any evidence to the contrary and give the 
broadest reasonable interpretation, the scope of a "computer readable medium" covers 
a signal per se. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 1,2,4-7,9-17,20-37,40-49 are rejected under 35 U.S.C. 103(a) as being 
unpatentable by Yamauchi et al (US 6,020,982) in view Klosterman et al (US 5,940,073) 
[claim 1] 
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In regard to Claim 1, Yamauchi et al, discloses an image data output apparatus for 
outputting to a second medium, which different type of medium than a first medium, 
image data recorded in the first medium received from a customer, the 
apparatus comprising: 

• a reader for reading out the image data recorded in the first medium 
(Figure 1 shows the system wherein the image data is read); 

• an output unit for outputting the image data to the second medium (Figure 
1 shows the various output units in the form of recorders 802 and 803, 
monitors 801a-801c and printer 805); 

• a digital contents storage unit for storing digital contents to be stored in the 
first medium (Figure 1 shows the digital recording medium in form of a 
memory card); 

• a selector for selecting from a plurality of said digital contents to be 
provided to the customer based on a predetermined selection condition 
(Figure 1 shows the CPU which selects a plurality of digital contents); and 

• a recorder for recording said selected digital contents in the first medium 
(Figure 1 shows the disc and tape recorders (802 and 803); however fails 
to disclose the outputting of the image data to the second medium which 
is a different medium than said first medium. 

Klosterman et al discloses a system wherein output of image data is transmitted onto a 
second medium (VCR in Figure 1) which is a different medium from network servers 
that provides advertisement and programming information (Column 4 Lines 26-67). The 
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distribution of the data from the server allows for information to be placed within the 
broadcast data to provide more detailed information of content by providing advertisers 
and content distributors a unique medium to reach potential customers in an efficient 
manner. Therefore, it would have been obvious to use the image data apparatus, as 
disclosed by Yamauchi et al, and further incorporate a system wherein image data is 
transmitted from a second medium back to the original medium, as disclosed by 
Klosterman et al, in order to allow for additional information to be entered into the 
broadcast stream, 
[claim 2] 

In regard to Claim 2, Yamauchi et al, discloses an image data output apparatus, 
wherein the first medium comprises a memory card in which the image data 
is recorded by an image capturing apparatus that records and plays the image data 
(Figure 1 shows the output of the data through the first recording medium of the 
memory card 400). 
[claim 4] 

In regard to Claim 4, Yamauchi et al discloses an image data output apparatus wherein 
said digital contents storage unit stores said digital contents to be provided in the 
second medium along with the image data (Figure 1 shows a buffer memory 605 that 
stores contents before storage onto the second recording medium), 
[claim 5] 

In regard to Claim 5, Yamauchi et al discloses an image data output apparatus wherein 
said recorder records said selected digital contents in the second 
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medium (Figure 1 shows the recording onto the second recording medium through 
elements 802 and 803). 
[claim 6] 

In regard to Claim 6, Yamauchi et al discloses an image data output apparatus the 
digital contents are selected by the customer (Figure 89 shows the image data output 
apparatus wherein the digital contents are selected by the customer), 
[claim 7] 

In regard to Claim 7, Yamauchi et al discloses an image data output apparatus wherein 
said digital contents are selected as not being displayed when being printed (Figure 88 
shows the display properties wherein it is shown the contents are selected), 
[claim 9] 

In regard to Claim 9, Yamauchi et al discloses an image data output 

apparatus further comprising a customer information input unit inputting information 

relating to the customer for reference, and said selector selects said digital contents by 

referring said customer information (Figures 88 and 89 show the image data output 

which shows customer information). 

[claim 10] 

In regard to Claim 10, Yamauchi et al discloses an image data output apparatus further 
comprising customer condition storage for storing a condition relating to the customer 
as said predetermined selection condition, wherein said selector elects said digital 
contents collating said customer information with said customer 
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Condition (Figure 90 shows the various retrieval modes based on various customers 
and/or recording mediums that are entered into the apparatus), 
[claim 11] 

In regard to Claim 1 1 , Yamauchi et al discloses an image data output apparatus 
wherein the image data includes accessory data showing the environment of which the 
image data is recorded in the first medium, the image data output apparatus further 
comprising: 

• an accessory data reader for reading said accessory data from image data 
(Figure 90 shows various accessory data for reading the various data from 
the system); and 

• a recording condition storage unit for storing a recording condition 
associating said recorded environment with a recording (Figure 104a 
shows a recording conditions associated with various mediums); and 

• format of said digital contents, wherein said selector comprises a 
recording condition collator for selecting said digital contents by collating 
said accessory data with recording condition (Figure 90 shows the 
formatting of the digital contents that is selected from the selector). 

[claim 12] 

In regard to Claim 12, Yamauchi et al discloses an image data output apparatus 
wherein said accessory data relates to the type of image capturing apparatus 
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photographed image data, and said recording condition defines a recording format to be 
played by said image capturing apparatus (Figure 104a shows accessory data relates to 
the photographed image data), 
[claim 13] 

In regard to Claim 13, Yamauchi et al discloses an image data output apparatus further 
comprising an available memory detector for detecting available memory of the first 
medium, wherein said selector selects said digital contents based on said detected 
available memory (Figure 96a shows the memory detection unit available for various 
recording mediums), 
[claim 14] 

In regard to Claim 14, Yamauchi et al discloses an image data output apparatus further 
comprising a data size storage unit for storing a data size of said digital contents, 
wherein said selector selects said digital contents having a smaller data size than said 
available memory with said data size (Figure 105b shows the various data size storage 
unit wherein the selector selects the digital contents), 
[claim 15] 

In regard to Claim 15, Yamauchi et al discloses an image data output apparatus further 
comprising: 

• an after-treatment condition input after-treatment condition showing 
whether or not to erase at least a part of the image data from the first 
medium after completing the reading of the image data from the first 
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medium (Figure 117 shows an after-treatment condition wherein the 
system allows the recording medium to be copied to delete); and 

• an eraser for erasing at least a part of the image data from the first 
medium based on said after-treatment condition (Figure 117 again shows 
erasing the various parts of the recorded streams). 

[claim 16] 

In regard to Claim 16, Yamauchi et al discloses an image data output apparatus further 
comprising: 

• a display for displaying to the customer some of said digital contents as 
choices (Figure 1 shows the display device for the customer to see the 
various components of the system); and 

• an operation control for selecting desired digital contents for recording the 
first medium from said digital contents (Figure 89 wherein the selecting the 
desired contents for recording the first medium). 

[claim 17] 

In regard to Claim 17, Yamauchi et al discloses an image data output apparatus 
wherein said operation control selects desired digital contents for providing to the 
second medium from said digital contents displayed said display (Figure 88 shows the 
operation control selects of the various components), 
[claim 20] 

In regard to Claim 20, Yamauchi et al discloses an image data output apparatus 
wherein the image capturing apparatus having camera display displaying some said 
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digital contents as choices and a camera operation control for selecting desired digital 
contents from said digital contents displays said digital contents as said choices and 
records said digital contents by selecting with said camera operation control (Figure 88 
shows the display of the image capturing apparatus wherein the user can select various 
operations), 
[claim 21] 

In regard to Claim 21 , Yamauchi et al discloses an image data output system for 
outputting image data comprising: 

• a first medium for recording the image data to be received by a shop for 
converting a medium and for recording digital contents to be received by a 
customer (Figure 1 shows the system wherein the customer can get the 
image through printed images or recorded images); 

• a second medium for recording the image data and for recording image 
data to be received by the customer (Figure 1 shows the second recording 
medium wherein the disc recorder and tape recorder); 

• a reader for reading out the image data recorded in said first medium 
(Figure 1 shows the system wherein the image data is read); 

• an output unit for outputting the image data to said second medium(Figure 
1 shows the various output units in the form of recorders 802 and 803, 
monitors 801a-801c and printer 805); 
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• a digital contents storage unit storing said digital contents that the shop 
provides the customer (Figure 1 shows the digital recording medium in 
form of a memory card); 

• a selector for selecting from said digital contents storage unit said digital 
contents to be provided to the customer based on a predetermined 
selection condition (Figure 1 shows the CPU which selects a plurality of 
digital contents); 

• a recorder for recording said selected digital contents in least one of said 
first and second medium (Figure 1 shows the disc and tape recorders (802 
and 803); and 

• an image capturing apparatus outputting customer information (Figure 1 
shows an image capturing apparatus outputting to the customer) 
comprising: 

• an information input unit for inputting by a user's operation information for 
the image data output apparatus to refer to when selecting said digital 
contents (Figure 1 shows the input unit of the memory card into the 
system); and 

• recorder for recording said information along with the image data at least 
one of said first and second medium (Figure 1 shows the recording 
information along with image data from first and second mediums). 

[claim 22] 

In regard to Claim 22, Yamauchi et al discloses an image data output system as 
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said image capturing apparatus comprises: 

• a camera display for displaying digital contents as choices (Figure 88 
shows the displaying of the digital contents); and 

• camera operation control for selecting desired digital contents from said 
displayed digital contents (Figure 89 shows the operation of control for 
selecting various components of the recording medium). 

[claim 23] 

In regard to Claim 23 the limitations are previously discussed in Claim 1 . 
[claim 24] 

In regard to Claim 24 the limitations are previously discussed in Claim 4. 
[claim 25] 

In regard to Claim 25 the limitations are previously discussed in Claim 5. 
[claim 26] 

In regard to Claim 26 the limitations are previously discussed in Claim 9. 
[claim 27] 

In regard to Claim 27 the limitations are previously discussed in Claim 6. 
[claim 28] 

In regard to Claim 28 the limitations are previously discussed in Claim 16. 
[claim 29] 

In regard to Claim 29 the limitations are previously discussed in Claim 17. 
[claim 30] 

In regard to Claim 30 the limitations are previously discussed in Claim 7. 
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[claim 31] 

In regard to Claim 31 the limitations are previously discussed in Claim 10. 
[claim 32] 

In regard to Claim 32 the limitations are previously discussed in Claim 23. 
[claim 33] 

In regard to Claim 33 the limitations are previously discussed in Claim 13. 
[claim 34] 

In regard to Claim 34 the limitations are previously discussed in Claim 14. 
[claim 35] 

In regard to Claim 35 the limitations are previously discussed in Claim 15. 
[claim 36] 

In regard to Claim 36 the limitations are previously discussed in Claim 16. 
[claim 37] 

In regard to Claim 37 the limitations are previously discussed in Claim 17. 
[claim 40] 

In regard to Claim 40 the limitations are previously discussed in Claim 21 . 
[claim 41] 

In regard to Claim 41 the limitations are previously discussed in Claim 22. 
[claim 42] 

In regard to Claim 42 the limitations are previously discussed in Claim 7. 
[claim 43] 

In regard to Claim 43 the limitations are previously discussed in Claim 9. 
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[claim 44] 

In regard to Claim 44 the limitations are previously discussed in Claim 10. 
[claim 45] 

In regard to Claim 45 the limitations are previously discussed in Claim 1 1 . 
[claim 46] 

In regard to Claim 46 the limitations are previously discussed in Claim 13. 
[claim 47] 

In regard to Claim 47 the limitations are previously discussed in Claim 14. 
[claim 48] 

In regard to Claim 48 the limitations are previously discussed in Claim 15. 
[claim 49] 

In regard to Claim 49 the limitations are previously discussed in Claim 16. 

Claims 3,8,18,19,38,39, and 50 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Yamauchi et al (US 6,020,982) in view of Klosterman et al (US 
5,940,073) in further view of Litwin (US 6,374,228). 
[claims 3 & 8] 

In regard to Claims 3 and 8, Yamauchi et al in view of Klosterman et al, discloses an 
image data output apparatus wherein said digital contents comprises various media 
streams; however, fails to disclose that the media streams could comprise of an 
advertisement information to be provided to the customer in exchange for a discount of 
the service rate for outputting the image data from the first medium to the second 
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medium. Litwin discloses a system wherein paid advertisements are used at a 
discounted rate wherein if displayed/viewed the user gets a discount for viewing the 
advertisement as disclosed in Column 2 Lines 1-56. Thereby the user is given a 
privilege in a form of a discount to view the advertisement and furthermore allowing the 
advertiser to make sure that the advertisement is viewed. Therefore, it would have 
been obvious to one of ordinary skill in the art at the time of the invention to use a image 
data apparatus, as disclosed by Yamauchi et al in view of Klosterman et al, and 
incorporate an advertisement discount service, as disclosed by Litwin, to allow for 
advertisements to be effectively displayed and viewed, 
[claims 18 & 19] 

In regard to Claims 18 and 19, Yamauchi et al in view of Klosterman et al, discloses an 
image data output apparatus; however, fails to disclose that a calculator is used for 
calculating a price of said digital contents recorded in the first medium based on said 
predetermined selection condition. Litwin discloses an advertisement system that 
tracks the amount of times the advertisement is displayed/viewed in order to allow for 
payment to the user as disclosed in Column 8 lines 57+ through Column 9 Lines 1-14. 
The calculation allows for the determination of what advertisement was displayed and 
when it was viewed thereby allowing the system to determine the contents used for 
displaying. Therefore, it would have been obvious to one of ordinary skill in the art at 
the time of the invention to use an image data output apparatus, as disclosed by 
Yamauchi et al in view of Klosterman et al, and further incorporate a paid advertisement 
system, as disclosed by Litwin. 
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[claim 38] 

In regard to Claim 38 the limitations are previously discussed in Claim 18. 
[claim 39] 

In regard to Claim 39 the limitations are previously discussed in Claim 19. 
[claim 50] 

In regard to Claim 50 the limitations are previously discussed in Claim 18. 

Conclusion 

2. Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 
§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 
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Contact Information 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to JAMIE JO ATALA whose telephone number is 
(571)272-7384. The examiner can normally be reached on 7:30am-5:00pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Thai Tran can be reached on 571-272-7382. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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